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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Gearbox Software, L.L.C.

Granted to Date
of previous ex-
tension

09/23/2015

Address 101 E. Park Blvd., Suite 1200
Plano, TX 75074
UNITED STATES

Attorney informa-
tion

Timothy G Ackermann
The Ackermann Law Firm
701 Commerce St., Ste. 400
Dallas, TX 75202
UNITED STATES
tim@ackermannlaw.com,docket@ackermannlaw.com Phone:214.477.9098

Applicant Information

Application No 86452196 Publication date 05/26/2015

Opposition Filing
Date

09/23/2015 Opposition Peri-
od Ends

09/23/2015

Applicant ALIAS MX, LLC
304 MAPLEWOOD AVE
PORTSMOUTH, NH 03801
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2014/11/07 First Use In Commerce: 2014/11/07
All goods and services in the class are opposed, namely: APPAREL, NAMELY, SHIRTS, PANTS
AND GLOVES

Applicant Information

Application No 86452209 Publication date 05/26/2015

Opposition Filing
Date

09/23/2015 Opposition Peri-
od Ends

Applicant ALIAS MX, LLC
304 MAPLEWOOD AVE
PORTSMOUTH, NH 03801
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: APPAREL, NAMELY, SHIRTS, PANTS

http://estta.uspto.gov


AND GLOVES

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is merely descriptive Trademark Act section 2(e)(1)

Dilution Trademark Act section 43(c)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2789062 Application Date 06/18/1999

Registration Date 12/02/2003 Foreign Priority
Date

NONE

Word Mark GEARBOX

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1999/11/00 First Use In Commerce: 1999/11/00
computer game programs and computer game software and computer game
cartridges

U.S. Registration
No.

3580356 Application Date 07/23/2008

Registration Date 02/24/2009 Foreign Priority
Date

NONE

Word Mark GEARBOX

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1999/11/00 First Use In Commerce: 1999/11/00
designing and developing computer game software and video game software for
usewith computers, video game program systems and computer networks

U.S. Registration
No.

3631050 Application Date 10/29/2008

Registration Date 06/02/2009 Foreign Priority
Date

NONE

Word Mark GEARBOX SOFTWARE



Design Mark

Description of
Mark

The mark consists of the word "gearbox"written above the word "software".

Goods/Services Class 009. First use: First Use: 2001/00/00 First Use In Commerce: 2001/00/00
computer game programs and computer game software

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark GEARBOX

Goods/Services shirts, hoodies and hats

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark GEARBOX STORE

Goods/Services shirts, hoodies and hats

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE



Design Mark

Goods/Services shirts, hoodies and hats

Attachments 77529913#TMSN.png( bytes )
77602972#TMSN.png( bytes )
GearboxStore-stylized-blk.jpg
Opposition-Statement-of-Claims.pdf(60837 bytes )
Opposition-Statement-of-Claims_Exhibits-1of2.pdf(5664222 bytes )
Opposition-Statement-of-Claims_Exhibits-2of2.pdf(2965702 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Timothy G Ackermann/

Name Timothy G Ackermann

Date 09/23/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Gearbox Software, L.L.C., 
 

Opposer, 

 

 
 
v. 

Opposition No. ____________ 
Appl. Ser. No. 86/452196 
Mark: TRACK SIDE GEAR BOX 
 &  
Appl. Ser. No. 86/452209 
Mark: #TRACKSIDEGEARBOX 

Iris Strategic Marketing Support, Inc., 
  

Applicant. 

 

NOTICE OF OPPOSITION  

In re: Application Appl. Serial No. 86/452196 for TRACK SIDE GEAR BOX and 
Application Serial No. 86/452209 for #TRACKSIDEGEARBOX: 

Gearbox Software, L.L.C. (“Gearbox”), a Texas limited liability company, with a business 
address of 101 East Park Blvd., Suite 1200, Plano, Texas 75074, believes that it will be damaged 
by registration of the marks identified above. The grounds for opposition are: 

1. Gearbox is the owner of Registration No. 2789062, filed 18 Jun. 1999, and as issued by 
the U.S. Patent and Trademark Office (“PTO”) on 02 Dec. 2003 for the mark GEARBOX 
for “computer game programs and computer game software and computer game 
cartridges.” 

2. Registration No. 2789062 is properly in force, and has been renewed under 15 U.S.C. 
§ 1059 and a declaration under 15 U.S.C. § 1058 has been accepted therefor for the 
registered goods. A 15 U.S.C § 1065 affidavit has been acknowledged for this 
registration. 

3. Gearbox is the owner of Registration No. 3580356 filed 23 Jul. 2008, and as issued by 
the PTO on 24 Feb. 2009 for the mark GEARBOX for “designing and developing 
computer game software and video game software for use with computers, video game 
program systems and computer networks.” 

4. Registration No. 3580356 is properly in force, and a declaration under 15 U.S.C. § 1058 
has been accepted therefor for the registered services. A 15 U.S.C § 1065 affidavit has 
been acknowledged for this registration. 

5. Gearbox is the owner of Registration No. 3631050 filed 29 Oct. 2008, and as issued by 
the PTO on 02 Jun. 2009 for the mark GEARBOX SOFTWARE (& design) for 
“computer game programs and computer game software.” 
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6. Registration No. 3631050 is properly in force, and a declaration under 15 U.S.C. § 1058 
has been accepted therefor for the registered goods. A 15 U.S.C § 1065 affidavit has been 
acknowledged for this registration. 

7. As proof of status and title of the above marks (the “Registered Gearbox Marks”), the 
following true and correct copies are attached as Exhibits hereto and incorporated by 
reference herein: (i) registration certificates for the three registrations recited above 
(Exhibits A – C); and (ii) status information from TSDR for the three registrations recited 
above (Exhibits D – F) (“the Gearbox Registrations”). 

8. In addition, Gearbox owns unregistered rights in several relevant marks (the 
“Unregistered Gearbox Marks”) as described in Paragraph 9 below. 

9. Gearbox is the owner of the marks GEARBOX, GEARBOX STORE (stylized) and 
GEARBOX STORE all as used for apparel including shirts, hoodies and hats. Attached 
as Exhibits G & H hereto and incorporated by reference herein, are true and correct 
copies of materials relating to these goods. 

10. Each of the above marks is inherently distinctive as applied to the respective goods or 
services recited above. 

11. Each of the above marks points uniquely and unmistakably to Gearbox. 

12. Gearbox has made substantially exclusive and continuous use of each of the above marks 
for the respective goods or services recited above. 

13. Such continuous use in commerce has resulted in the above Gearbox marks becoming 
well-known to and favorably recognized by the relevant trades and publics in connection 
for the respective goods or services recited above with those in Gearbox’s natural zone of 
expansion of the market for its products. 

14. Gearbox has expended considerable funds and made significant efforts in promoting and 
advertising its goods and services identified by the above-identified marks. Goods and 
services identified by the Registered Gearbox Marks have, moreover achieved critical 
and/or commercial success, received substantial media attention and won industry 
awards. 

15. Despite the above, on 12 Nov. 2014, Applicant, Alias MX, LLC (“Alias”) filed 
Application Serial No. 86/452196 seeking to register TRACK SIDE GEAR BOX and 
Application Serial No. 86/452209 seeking to register #TRACKSIDEGEARBOX; each 
for the following goods: “apparel, namely shirts, pants and gloves” (the “Opposed 
Applications” for the “TRACK SIDE GEAR BOX marks”). 

16. Gearbox is not connected with the services recited in the Opposed Applications or 
performed by Applicant under the marks therein. 

17. Gearbox has made use of its Unregistered Gearbox Marks and the Registered Gearbox 
Marks in connection with the respectively recited goods and services since before the 
filing date of the Opposed Applications and, on information and belief, since at least 
before any use of the TRACK SIDE GEAR BOX marks for the goods recited therein. 
Gearbox is entitled to priority based on that prior use. Gearbox is also entitled to priority 
for the Registered Gearbox Marks based on constructive use and their filing dates. 
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18. It must be assumed that the goods identified in the recitation of goods in the Opposed 
Applications will  travel through all trade channels that would be appropriate for such 
services and be directed to and used in connection with all types of consumers and 
industries. 

19. If Applicant is granted registration of the TRACK SIDE GEAR BOX or 
#TRACKSIDEGEARBOX marks, it would obtain a prima facie exclusive right to use of 
those marks that would cause damage and injury to Gearbox. 

20. Therefor and each in the alternative: 

Claim 1: 

21. The foregoing paragraphs are incorporated herein. 

22. In view of the similarities between the Unregistered Gearbox Marks, the TRACK SIDE 
GEAR BOX marks that are the subject of the Opposed Applications, and the relationship 
between Gearbox’s goods as identified by its marks and with those in Gearbox’s natural 
zone of expansion of the market for its products, and the goods identified in the Opposed 
Applications, it is likely that members of the public will erroneously believe that 
Applicant’s goods originate with, or are in some manner connected or associated with, or 
sponsored by, Gearbox, all to the harm of Gearbox’s goodwill and reputation. 

23. Applicant’s TRACK SIDE GEAR BOX marks so resemble the Unregistered Gearbox 
Marks when used on or in connection with Applicant’s goods as to be likely to cause 
confusion, mistake or to deceive. Applicant’s Opposed Applications are therefore 
precluded from registration under 15 U.S.C. § Sect. 1052(d). 

Claim 2: 

24. The foregoing paragraphs are incorporated herein. 

25. Applicant’s use of the TRACK SIDE GEAR BOX marks would also lead to a false 
suggestion of a connection with Gearbox. The TRACK SIDE GEAR BOX marks sought 
to be registered are the same as, or a close approximation of, the name or identity 
previously used by Gearbox. The TRACK SIDE GEAR BOX marks sought to be 
registered would be recognized as such, in that they point uniquely and unmistakably to 
Gearbox, even though Gearbox is not connected with the goods sold or proposed to be 
sold by Applicant under the TRACK SIDE GEAR BOX marks. The fame or reputation 
of Gearbox is of such a nature that a connection with Gearbox would be presumed when 
Applicant’s marks are used on its goods. Applicant’s Opposed Applications are therefore 
precluded from registration under 15 U.S.C. § Sect. 1052(a). 

Claim 3: 

26. The foregoing paragraphs are incorporated herein. 

27. The Registered Gearbox Marks are famous, and have been so since before Applicant 
began any use of the TRACK SIDE GEAR BOX marks. Applicant’s use or registration 
of the TRACK SIDE GEAR BOX marks would lead to dilution of the distinctive quality 
of the Registered Gearbox Marks. Applicant’s Opposed Applications are therefore 
precluded from registration under 15 U.S.C. § Sect. 1052(a). 

Claim 4: 
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28. The foregoing paragraphs are incorporated herein. 

29. Applicant’s Opposed Applications are each precluded from registration because 
Applicant committed fraud during the prosecution of the Opposed Applications. 

30. During prosecution of each of the Opposed Applications, the USPTO issued an office 
action (dated 03 Feb. 2015) that, inter alia, refused registration of the applied-for marks 
under 15 U.S.C. § Sect. 1052(e)(1) because “the applied-for mark merely describes a 
feature of the applicant’s goods.” 

31. As a basis for that refusal, the Office Actions asserted that each of the terms “track side” 
and “gear” and “box” were in some fashion descriptive of the applied-for goods. 

32. The office action (dated 03 Feb. 2015) included the following requirement (“the USPTO 
requirement”): 

Additional Information Regarding Descriptiveness 

To permit proper examination of the application, applicant must submit additional 
product information about the goods. [citations omitted] The requested product 
information should include fact sheets, instruction manuals, and/or advertisements. 
If these materials are unavailable, the applicant should submit similar 
documentation for goods of the same type, explaining how its own product will 
differ. If the goods feature new technology and no competing goods are available, 
applicant must provide a detailed description of the goods. 

The submitted factual information must make clear how the goods operate, their 
salient features, and their prospective customers and channels of trade. Conclusory 
statements regarding the goods will not satisfy this requirement 

In addition, the applicant must respond to the following questions: 

1. What is the meaning of the term “trackside” in the mark? 

2. Are the applicant’s goods to be used trackside at racing events? 

3. If the applicant’s goods are not to be used trackside, why is this term used in the 
mark? Does it have some other meaning? 

4. What is the meaning of the term “gear box” in the mark? 

5. Are the applicant’s goods provided in a gear box? 

6. If the applicant’s goods are not provided in a gear box, why is this term used in 
the mark? Does it have some other meaning? 

33. During prosecution of the Opposed Applications, and in response to the USPTO refusal 
to register the marks, Applicant made certain statements. 

34. First, it titled a section heading as “I. The words “Track Side” as they function in the 
mark are suggestive because they carry no literal meaning and convey no information as 
to the goods, namely, apparel.” (the “No Information statement”). 

35. Second, it stated that “the term ‘track side’ has no meaning with regard to apparel as it 
functions in the mark other than as an allusion to racing generally.” (the “Allusion Only 
statement”). 
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36. Third, it stated: “Further, as noted above, there is no commonly understood concept or 
notion of apparel that is specifically meant to be worn ‘track side.’” (the “No Concept 
statement”). 

37. Fourth, it stated that “‘track side’ has no recognized or understandable meaning with 
regard to apparel,” (the “No Understandable Meaning statement”). 

38. Fifth, it stated that “‘Track Side’ and ‘Track Side Gear Box’ has no meaning in the 
clothing or motocross-style racing industry,” (the “No Industry Meaning statement”). 

39. During prosecution of the Opposed Applications, and in response to the USPTO 
requirement, Applicant made the following statements to answer questions 1-3 above: 

  1. What is the meaning of the term “trackside” in the mark? 

Applicant asserts there is no literal meaning to the term “trackside” as used in the 
mark relating to apparel. It is simply meant to allude to racing of some sort, to 
suggest to the consumer that the clothing and accessories they are purchasing 
somehow [sic] to some sort of a racing setting. 

2. Are the applicant’s goods to be used trackside at racing events? 

Applicant asserts that its goods are not designed or intended to be used at the side 
of a race track at racing events. Their intended purpose is to be shipped via a normal 
mailing package to customers in their homes and to be worn either casually or for 
sporting activities. To Applicant’s knowledge there is no such thing as “trackside 
apparel” in the sense of apparel that is intended or designed to be worn on the side 
of the race track. 

3. If the applicant’s goods are not to be used trackside, why is this term used in 
the mark? Does it have some other meaning? 

Applicant asserts that the term “trackside” is used in the mark to be suggestive of a 
racing and races generally. 

4. What is the meaning of the term “gear box” in the mark? 

Applicant asserts that the term “gear box” has no established meaning in the 
industry, but was meant to convey to consumers that the product consists of a 
bundle (or box) or apparel (or gear). Accordingly, Applicant notes that of its mark 
TRACK SIDE GEAR BOX, the elements TRACK SIDE are the core distinctive 
elements that serve as source-identifiers, whereas GEAR BOX are more the more 
[sic] informative elements. In such regard, Applicant is willing to enter a disclaimer 
of the elements GEAR BOX. 

5. Are the applicant’s goods provided in a gear box? 

Applicant asserts that its goods are not provided in a “gear box,” but rather a normal 
cardboard mailing box, as you can see from the attached exhibits discussed further 
below. 

6. If the applicant’s goods are not provided in a gear box, why is this term used in 
the mark? Does it have some other meaning?  
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Applicant asserts that the term “gear box” is used in the mark to identify the nature 
of the bundle of goods which the customer purchases and receives. Applicant notes 
that its identification of goods does not claim any physical box, but rather just a 
bundle of apparel sold together. There is no recognized industry meaning for “gear 
box.” 

40. Thus, during prosecution of the Opposed Applications, and in response to the USPTO 
requirement to provide information necessary to “permit proper examination of the 
application[s],” Applicant made certain additional factual statements. 

41. Sixth, it stated “Applicant asserts there is no literal meaning to the term “trackside” as 
used in the mark relating to apparel.” (the “No Literal Meaning statement”). 

42. Seventh, it stated: “To Applicant’s knowledge there is no such thing as ‘trackside 
apparel’ in the sense of apparel that is intended or designed to be worn on the side of the 
race track.” (the “No Knowledge statement”). 

43. The statements identified above, and specifically those identified in Paragraphs 34-38 & 
41-42 (collectively, “the Factual Statements”), regarding the meaning of the terms “track 
side” and “trackside” were false. On information and belief, the terms “track side” and 
“trackside” have significance or meaning or convey information, other than with respect 
to trademark significance, and that such a “thing as ‘trackside apparel’” and a “commonly 
understood concept or notion of apparel that is specifically meant to be worn ‘track side’” 
exist as applied to the goods listed in the application, and in the context of Applicant’s 
goods and industry. Information supporting this belief includes at least the following: 

Use of the elements “track side” and the equivalent “trackside” and “track-side” (as 
shown in examples provided as Exhibits I–N) 

Applicant’s “submitted factual information” was required to “make clear how the 
goods operate, their salient features, and their prospective customers and channels 
of trade.”  

Applicant’s “submitted factual information” including the submitted “Exhibit A” 

That submitted factual information included the No Literal Meaning statement and 
the No Knowledge statement. 

Exhibit N further shows that the No Knowledge statement was false, as it was a 
statement made by Applicant itself at a time prior thereto.  

44. On information and belief, Applicant’s Factual Statements were made knowing them to 
be false, at least in part. Information supporting this belief includes at least the above and 
the following: 

The applied-for marks were subject to a refusal for descriptiveness. 

Applicant asserted that it was “willing to enter a disclaimer of the elements GEAR 
BOX” having asserted that those terms were “meant to convey to consumers that 
the product consists of a bundle (or box) or apparel (or gear).” 

Having conceded descriptiveness of two of the terms of the marks, Applicant 
needed to persuade the PTO that—as it asserted—the remainder was not descriptive, 
or the refusal would stand. 
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Applicant asserted that “the elements TRACK SIDE are the core distinctive 
elements that serve as source-identifiers” to overcome the descriptiveness refusal. 

Applicant itself, at a time before it made the Factual Statements, used the term 
“trackside” to convey information about its own apparel goods, saying “Don’t 
forget to snag some trackside apparel, too!” 

Applicant itself, at a time before it made the Factual Statements, used the term 
“trackside apparel” to describe its own goods, saying “Don’t forget to snag some 
trackside apparel, too!” 

Applicant knew, when it made the Factual Statements, that the elements “track side” 
and the equivalent “trackside” and “track-side” did not function as source-
identifiers. 

Applicant knew, when it made the Factual Statements, that the elements “track side” 
and the equivalent “trackside” and “track-side” provided information and meaning. 

Applicant knew, when it made the Factual Statements, that the elements “track side” 
and the equivalent “trackside” and “track-side” described a form or type of apparel. 

Applicant submitted the No Literal Meaning statement and the No Knowledge 
statement in direct response to a USPTO requirement to “make clear how the goods 
operate, their salient features, and their prospective customers and channels of 
trade.” 

Applicant was required to have made an inquiry reasonable under the circumstances 
with respect both to its response and to the USPTO requirement. 

Such an inquiry would require at least determining if Applicant’s own statements 
contradicted the response and the answers to the USPTO requirement, especially in 
light of the No Knowledge Statement. 

45. Applicant’s response to the USPTO requirements (including the Factual Statements 
therein) was material because, as stated by the Office Action, it was necessary to “permit 
proper examination of the application,” and because failure to respond could have been 
grounds for refusing registration of the Opposed Application. 

46. Applicant’s Factual Statements were material because the applied-for marks were refused 
as being descriptive, and they were made to persuade the USPTO that the applied-for 
marks were registrable. 

47. Applicant’s Factual Statements were material because, had they not been false, they 
could have formed the basis for grounds, namely descriptiveness, for refusing registration 
of the Opposed Applications. 

48. The USPTO relied upon these statements because the Factual Statements were made in 
response to one or both of the USPTO requirements and the refusals to register and the 
USPTO issued a Notice of Allowance for each Opposed Application subsequent to the 
Factual Statements. 

49. On information and belief, Applicant's knowingly-made material misrepresentations were 
made to procure a registration from each of the Opposed Applications and with the intent 
to deceive the USPTO. 
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Claim 5: 

50. The foregoing paragraphs are incorporated herein. 

51. Despite Applicant’s offer to disclaim the GEAR BOX elements in the marks, the PTO 
failed to require or permit it to do so, and Applicant failed to amend the Opposed 
Applications to include such a disclaimer. 

52. Applicant’s use of the TRACK SIDE GEAR BOX or #TRACKSIDEGEARBOX marks, 
when used on or in connection with Applicant’s goods, are merely descriptive thereof. 
Applicant’s Opposed Applications are therefore precluded from registration under 15 
U.S.C. § Sect. 1052(e). 

RELIEF REQUESTED 

WHEREFORE, Opposer prays that registration of the marks of Application Serial No. 
86/452196 and Application Serial No. 86/452209 for the goods identified in those applications 
be refused and that this Opposition be sustained. 

Dated: 23 September 2015 
 
 /Timothy G Ackermann/  
Timothy G. Ackermann 
The Ackermann Law Firm 
Texas Bar No. 24001621 
tim@ackermannlaw.com 
701 Commerce St., Suite 400 
Dallas, Texas  75202 
Tel.: 214-477-9098 
Fax: 214-453-0810 
 
Attorney for Opposer,  
Gearbox Software, L.L.C. 
 

CERTIFICATE OF SERVICE  

I hereby certify that true and correct copy of the foregoing Notice of Opposition, which was 
filed electronically with the Trademark Trial and Appeal Board, was served on Steven J. 
Grossman, 23 September 2015, per Rule 2.119, via: 

_xx_ First Class Mail, postage prepaid at the following address: 

Steven J. Grossman, Ph.D. 
Grossman, Tucker, Perreault & Pfleger, PLLC 
55 S Commercial St. 
Manchester NH 03101-2606 

 
 /Timothy G Ackermann/ 
Timothy G. Ackermann 
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